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-- The MAILING DATE of this communication appears on the cov rshe t with the correspond nc address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) 121 Responsive to communication(s) filed on 27 February 2004 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935C.D. 11, 453 O.G. 213. ^/ 

Disposition of Claims 

4) H Claim(s) 38-40 and 43-45 is/are pending in the application. 

4a) Of the above claim(s) 43-45 is/are withdrawn from consideration. 

5) M Claim(s) 38 is/are allowed. 

6) H Claim(s) 39 AO is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Applicants election of the species of claims 38-40 is acknowledged. 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and using it, in 
such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

Claims 39 and 40 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter which was not described in the specification 
in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The rejection is maintained as stated in the 
paper mailed 8/22/03 and as follows. 

The claimed invention as a whole may not be adequately described if the claims require an essential or 
critical feature which is not adequately described in the specification and which is not conventional in the art 
or known to one of ordinary skill mi the art. 

The claimed invention as a whole may not be adequately described where an invention is described solely 
in terms of a method of its making coupled with a function and there is no described or art-recognized 
correlation or relationship between the structure of the invention and its function. 
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A lack of adequate written description issue also arises if the knowledge and level of skill in the art would 
not permit one skilled in the art to immediately envisage the product claimed from the disclosed process. 
See, e.g., Fujikawa v. Wattanasin, 93 F.3d 1559, 1571, 39 USPQ2d 1895, 1905 (Fed. Cir. 1996) 
("it is well established 'in our law that conception of a chemical compound requires that the 'inventor be able 
to define it so as to distinguish it from other materials, and to describe how to obtain it'). 

An applicant may also show that an 'invention is complete by disclosure of sufficiently detailed, relevant 
identifying characteristics which provide evidence that applicant was in possession of the claimed 
'invention, i.e., complete or partial structure, other physical and/or chemical properties, functional 
characteristics when coupled with a known or disclosed correlation between function and structure, 

A definition by function alone "does not suffice" to Sufficiently describe a coding sequence 'because A is 
only an Indication of what the gene does, rather than what it is." Eli Lilly, 119 F.3 at 1568, 43 USPQ2d at 
1406. See also Fiers, 984 F.2d at 1169-71, 25 USPQ2d at 1605-06 (discussing Amgen Inc. v. ChugaiPhai- 
tnaceulical Co., 927 F.2d 1200, 18 USPQ2d 1016 (Fed. Cri. 1991)) 

Disclosure of any combination of such identifying characteristics that distinguish the claimed invention from 
other materials and would lead one of skill 'in the art to the conclusion that the applicant was in possession 
of the claimed species is sufficient. 
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Satisfactory disclosure of a "representative number" depends on whether one of skill in the art would 
recognize that the applicant was in possession of the necessary common attributes or features of the 
elements possessed by the members of the genus 'in view of the species disclosed. 



If a representative number of adequately described species are not disclosed for a genus, the claim to that 
genus must be rejected as lacking adequate written description under 35 U.S.C. 112, Para 1 . 

To determine adequacy of written description for original claims MPEP 2163IIA2(a) (redacted) 
instructs: 

(i) For Each Claim Drawn to a Single Embodiment Or Species: 

(A) Determine whether the application describes an actual reduction to practice of the claimed invention, 

(B) If the application does not describe an actual reduction to practice, determine whether the invention is complete as 
evidenced by a reduction to drawings or structural chemical formulas that are sufficiently detailed to show that applicant was in 
possession of the claimed invention as a whole. 

(C) If the application does not describe an actual reduction to practice or reduction to drawings or structural chemical formula as 
discussed above, determine whether the invention has been set forth in terms of distinguishing identifying characteristics as 
evidenced by other descriptions of the invention that are sufficiently detailed to show that applicant was in possession of the 
claimed invention. 

(1 ) Determine whether the application as filed describes the complete structure (or acts of a process) of the claimed invention 
as a whole. 

(2) If the application as filed does not disclose the complete structure (or acts of a process) of the claimed invention as a whole, 
determine whether the specification discloses other relevant identifying characteristics sufficient to describe the claimed invention 
in such full, clear, concise, and exact terms that a skilled artisan would recognize applicant was in possession of the claimed 
invention. Any claim to a species that does not meet the test described under at least one of (a), (b), or (c) must be rejected as 
lacking adequate written description under 35 U.S.C. 112, para. 1. 

ii) For each claim drawn to a genus: 

The written description requirement for a claimed genus may be satisfied through sufficient description of a representative 
number of species by actual reduction to practice (see i)(A), above), reduction to drawings (see i)(B), above), or by disclosure of 
relevant, identifying characteristics, i.e., structure or other physical and/or chemical properties, by functional characteristics 
coupled with a known or disclosed correlation between function and structure, or by a combination of such identifying 
characteristics, sufficient to show the applicant was in possession of the claimed genus (see i)(C), above). 



Regarding the generic limitations related to the properties of the etch bath, there is insufficientg 
original description of a representative number of species by actual reduction to practice, reduction to 
drawings, or by disclosure of relevant, identifying characteristics, i.e., structure or other physical and/or 
chemical properties, by functional characteristics coupled with a known or disclosed correlation between 
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function and structure, or by a combination of such identifying characteristics, sufficient to show the 
applicant was in possession of the claimed genus. 

Claims 39 and 40 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement The claim(s) contains subject matter which was not described in the specification 
in such a way as to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. The rejection is maintained as stated in the paper mailed 
8/22/03 and as follows. The exemplification of one etch bath possessing the recited properties does not 
enable one of ordinary skill in the art to practice the invention without undue experimentation partly 
because there is no art-recognized correlation between composition or method of making and the recited 
properties. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth 
in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of this 
final action and the advisory action is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the advisory 
action. In no event, however, will the statutory period for reply expire later than SIX MONTHS from the 
mailing date of this final action. 
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Any inquiry of a general nature or relating to the status of this application should be directed to the 
Group Receptionist whose telephone number is (571) 272-2800. See MPEP 203.08. 

Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to examiner George Fourson whose telephone number is (571)272-1 860. The examiner can 
normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Olik 
Chaudhuri, can be reached on (571)272-1855. The fax number for this group is (571)273-0224 and the 
customer service number for group 2800 is 571-272-2815. Uodates can be found at 
http://www.uspto.gov/web/info/2800.htm. U f) C\ 
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GFourson 
May 31, 2004 



